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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 21 -23 and 25-26 are rejected under 35 U.S.C. 1 1 2, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. It is not clear if the original 
disclosure the presently claimed limitations. Specifically the original specification does 
not describe the new amendments to claims 21 , 25 and 26. The Office has considered 
the paragraph provided by Applicant for the support of the above language but did not 
find literal support. 

Claim Rejections - 35 USC § 103 

Claims 1-3, 7-13, 15-19 and 21-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Barthel et al. or Wideman et al. 

Wideman et al. teach a method of making a composition comprising carbon 
black, silica and metal oxide particles in specific size ranges. Torque and BET values 
monitored to determine the desired characteristics of the composition and have been 
read on the claimed combination of "morphological values" and "interfacial potential 
properties" . 
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Barthel et al. teach a method of preparing carbon black and silica at the specific 
BET - method surface area (DIN 66131 and 66132) where these characteristics are 
determined by gas adsorption or inverse gas chromatography. The taught "BET" has 
been read on the claimed combination of "morphological values" and "interfacial 
potential properties". 

Barthel et al. and Wideman et al. are silent to the claimed ranges of the 
morphological values within about 10%, the interfacial potential property value within 
about 50% and adjusting the process variables to achieve the desired properties. 

The court decided In re Boesch (205 USPQ 215) that optimization of a result 
effective variable is ordinarily within the skill of the art. A result effective variable is one 
that has well known and predictable results. In a manufacturing process the selection of 
the acceptable range of product is a result effective variable having the well known and 
predictable result of providing a product within the manufacturing specification. 
Specifically, the morphological properties relate to the size of the particle. Okado et al. 
and Wideman et al. teach specific ranges of particulate size, volume resistivity and/or 
BET values. It is essential when selling a product for it to conform to the required size, 
resistivity or BET ranges. It would have been within the skill of the art to modify Okado 
et al. and only select/sell particles that are within a 10% size/morphological range and 
within 50% of the resistivity or BET range as optimization of a result effective variable. 
Also, it is result effective variable to adjust the appropriate input to adjust the desired 
process variable as optimization of a result effective variable. It would have been within 
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the skill of the art to further modify Okado et al., Barthel et al. or Wideman et al. and 
adjust at least one process variable to achieve the desired result. 

These reference are silent to the adjusting the process variable to achieve the 
desired characteristics of the particles and the specific testing by "wicking rate." 

The court decided In re Boesch (205 USPQ 215) that optimization of a result 
effective variable is ordinarily within the skill of the art. A result effective variable is one 
that has well known and predictable results. In a manufacturing process the selection of 
the acceptable range of product is a result effective variable having the well known and 
predictable result of providing a product within the manufacturing specification. It is 
essential when selling a product for it to conform to the required size, resistivity or BET 
ranges. Also, it is result effective variable to adjust the appropriate input to adjust the 
desired process variable as optimization of a result effective variable. It would have 
been within the skill of the art to further modify Okado et al., Barthel et al. or Wideman 
et al. and adjust at least one process variable to achieve the desired result. 

Testing a particulate material by the speed or distance the particulate solution 
"wicks" is notoriously well known in the art (e.g. for example paper chromatography). 
Wicking tests are advantageous because they do not require sophisticated equipment 
and can be performed by the layperson. 

It would have been within the skill of the art to modify Okado et al., Barthel et al. 
or Wideman et al. and use a well known method to test particulate, such as a wicking 
test, to gain the above advantages. 

Response to Arguments 



Application/Control Number: 10/649,347 Page 5 

Art Unit: 1797 

Applicant's arguments filed 12/12/08 have been fully considered but they are not 
persuasive. 

Applicant traverses the 35 USC 112 second paragraph rejections on the grounds 
Applicant can be their own lexicographer and the terms used in claims 21-23 and 25-26 
are proper. It is not clear if the original disclosure the presently claimed limitations. 
Specifically the original specification does not describe the new amendments to claims 
21 , 25 and 26. The Office has considered the paragraph provided by Applicant for the 
support of the above language but did not find literal support. 

Applicant state Wildeman et al. teaches measuring torque on a compounded 
rubber sample and cannot be read on the instant claims. The Office maintains the 
instant claim language is sufficiently broad and not specific to the state of matter of the 
particles and has been properly read on the polymerized particles taught by Wilderman 
etal. 

Applicant states Barthel et al. does not provide measurements of interfacial 
properties as presently described in paragraph[043] of the specification. These remarks 
are not commensurate in scope with the pending claims because the specific limitations 
of paragraph[043] are presently not claimed. Even if these limitations were properly 
claimed, the Office maintains the taught BET is indistinguishable. 

Applicant traverse the 35 USC 103 rejections on the grounds the cited reference 
fail to teach or suggest that interfacial properties are result effective parameters. The 
court decided In re Boesch (205 USPQ 215) that optimization of a result effective 
variable is ordinarily within the skill of the art. A result effective variable is one that has 
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well known and expected results as explained in the Office action. The Office maintains 
the 35 USC 1 03 rejections are proper. 

Applicant state the Office cannot hold that chromatography wicking is equivalent 
to the claimed wicking. In the absence of better defining what is intended by the 
claimed wicking, the Office maintains the claims are sufficiently broad to have been 
equated to chromatography wicking. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lyle A. Alexander whose telephone number is 571 -272- 
1254. The examiner can normally be reached on Monday, Tuesday and Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Lyle A Alexander/ 

Primary Examiner, Art Unit 1797 



